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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



pplicants 
Serial No. 
Filing Date 
For 



Examiner 
Art Unit 



J. Ponasik, et al. 

09/776,984 

February 5, 2001 

CATALYST COMPOSITIONS 

FOR THE POLYMERIZATION OF 

OLEFINS 

Roberto Rabago 

1713 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3- 1 450 



RECEIVED 

JAN H 2m 
TC1700 



RECEIVED 

JAN 1 4 2004 . 
OFFICE OF PETITIONS 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT 
UNDER 37 C.F.R. § 1.181(a) 

Applicants respectfully petition under 37 C.F.R. § 1.181(a) that the Holding of 
Abandonment be withdrawn for the above identified application, Serial Number 
09/776,984, based on failure to receive a Notice of Allowance. 



FACTS 

When the present application was filed on February 5, 2001, the 
Correspondence Address for the application was Mr. Bernard Graves, Kilpatrick 
Stockton LLP, 3500 One First Union Tower Center, 301 South College Street, 
Charlotte, NC 28202-6001. At the time of filing, Mr. Graves was employed by 
Kilpatrick Stockton and was responsible for prosecuting the application. Subsequent 
to filing, Mr. Graves left his position at Kilpatrick Stockton and began employment 
with the assignee of the present application, Eastman Chemical Company. 

In the normal course of business, any correspondence from the Patent and 
Trademark Office ("PTO") to Kilpatrick Stockton's Charlotte office was and is 
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forwarded to Kilpatrick Stockton's Winston-Salem office for docketing and routing to 
the attorney responsible for prosecution. 

Correspondence related to the present application was timely received and 
responses were timely filed for the present application up to April 3, 2003, when an 
Office Action response was filed by the undersigned attorney. 

On December 1, 2003, Ms. Pam Armfield of the PTO contacted Mr. Graves at 
his current place of employment, Eastman Chemical Company. Ms. Armfield 
informed Mr. Graves that a communication sent by the PTO to him at Kilpatrick 
Stockton's Charlotte office at 3500 One First Union Tower Center was returned to the 
PTO. Ms. Armfield did not describe the nature of the communication returned to the 
PTO. 

After communicating with Mr. Graves, the undersigned attorney faxed a 
Change of Correspondence Address form to Ms. Armfield on December 3, 2003. The 
Change of Correspondence Address form changed the correspondence address to 
Charles W. Calkins, Kilpatrick Stockton LLP, 1001 West Fourth St., Winston-Salem, 
North Carolina 27101. The change in the correspondence address was entered to 
expedite the receipt in Kilpatrick Stockton's Winston-Salem office of the 
communication returned to the PTO. 

On December 2, 2003, the undersigned attorney also contacted Ms. Armfield 
to alert her to expect the Change of Correspondence Address form and to forward the 
returned communication to the updated address. During the conversation, Ms. 
Armfield did not describe the nature of the communication that was returned to the 
PTO. 

Following the December 2 communication with Ms. Armfield and the filing of 
a Change of Correspondence Address on December 3, no communication was 
received at the updated address. Believing that the returned communication was an 
Office Action Summary and Detailed Action, on December 23, 2003, the undersigned 
attorney contacted Examiner Roberto Rabago to confirm that the correspondence 
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address was changed and to determine when the communication from the PTO would 
be mailed to the updated address. Examiner Rabago indicated that the 
communication was not an Office Action Summary and Detailed Action as believed 
by the undersigned attorney. Examiner Rabago indicated that the communication was 
either a Notice of Allowance or a Notice of Abandonment for failure to pay the issue 
fee. 

Prior to the conversation with Examiner Rabago on December 23, 2003 , no 
one associated with the prosecution of this application was aware that a Notice of 
Allowance or a Notice of Abandonment was mailed from the PTO to Mr. Graves in 
Kilpatrick Stockton's Charlotte office at 3500 One First Union Tower Center. Even 
after speaking with Ms. Armfield regarding the returned communication, no 
correspondence has been received for the present application since the Office Action 
mailed December 5, 2002. 

On December 26, 2003, Applicants obtained a copy of the file history 
including the Notice of Allowance and the Notice of Abandonment by contracting 
with metroPatent, Inc. to copy the file in the PTO. 

REMARKS 

Applicants respectfully petition under 37 C.F.R. § 1 . 1 8 1(a) that the Holding 
of Abandonment be withdrawn for the above identified application, Serial Number 
09/776,984, for failure to receive a Notice of Allowance. 

According to MPEP § 71 1.03(c)(II), under Delgar v. Schulyer, 111 USPQ 513 

(D.D.C. 1971), when presented with an adequately supported petition alleging that an 

action was never received, the Office may grant a petition to withdraw a holding of 

abandonment and remail an Office action. The support required to establish 

nonreceipt of the Office action must include: 

(1) a statement from the practitioner stating that the action was not received 
and attesting to the fact that the file jacket and docket records indicate 
that the communication was not received; and 
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(2) A copy of the docket record where the nonreceived Office 

communication would have been entered had it been received and 
docketed must be attached to and referenced in practitioner's statement. 

MPEP§ 711.03(c)(II). 

Further, the Office has the discretion to either grant or dismiss a properly supported 
petition under 37 C.F.R. § 1.181 to withdraw the holding of abandonment if the 
petition is filed more than 2 months after the mail date of the action complained of 
(i.e., notice of abandonment). A proper petition under 37 C.F.R. § 1.181 filed more 
than 2 months after the mail date of the action complained of may be dismissed as 
untimely. 37 C.F.R. § 1.181(f). 

A, A Statement From The Practitioner 

A statement from the undersigned attorney is attached to this Petition. See 
Declaration of Samuel B. Rollins. The statement establishes that the Notice of 
Allowance was not received and that the docket records, file jacket, and mail log 
indicate that the Notice of Allowance was not received. 

B, Copy Of The Docket Record 

A copy of the docket records (Exhibit 1) referenced in the Declaration of 
Samuel B. Rollins is attached to this Petition. The docket records contain no 
indication that a Notice of Allowance was received from the PTO for the present 
application. 

C, Other Corroborating Evidence 

A copy of the file jacket (Exhibit 2) for the present application and Kilpatrick 
Stockton's mail log for the period starting April 30, 2003 and ending June 21, 2003 
(Exhibit 3) are also attached to this Petition. The mail log is redacted to remove 
confidential client information. The file jacket and the redatced mail log contain no 
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indication that a Notice of Allowance was received from the PTO for the present 
application. 

D. Timeliness Of Petition 

(1) After 2 Months From The Action Complained Of The Office May 
Grant Petition 

The Office has the discretion to either grant or dismiss a properly supported 
petition under 37 C.F.R. § 1.181 if the petition is filed more than 2 months after the 
mail date of the action complained of. A properly supported petition under 37 C.F.R. 
§ 1.181 filed more than 2 months after the mail date of the action complained of may 
be dismissed as untimely. 37 C.F.R. § 1.181(f). The action complained of in this 
Petition is a Holding of Abandonment mailed September 26, 2003. 

Applicants respectfully request that the Office not dismiss this Petition as 
untimely. The attached Declaration and Exhibits indicate that neither the Notice of 
Allowance nor the Notice of Abandonment were received. Dismissal of a petition 
under Rule 1.181(f) is most applicable in the case where a Notice of Allowance is not 
received but a Notice of Abandonment is received and a petition is filed more than 2 
months after the receipt of the Notice of Abandonment. Applicants respectfully 
submit that, while it is within the discretion of the Office to grant or dismiss this 
properly supported Petition, it would be an inappropriate use of Rule 1.181(f) to 
dismiss this petition as untimely. December 23, 2003 was the date of Applicants' and 
the undersigned attorneys' actual knowledge that a Notice of Allowance and a Notice 
of Abandonment had been mailed. This Petition was drafted and filed within 21 days 
of Applicants' and the undersigned attorneys' actual knowledge that a Notice of 
Allowance had been mailed and that the application was abandoned for failure to pay 
the issue fee. Therefore, Applicants respectfully request that the Office not dismiss 
this Petition as untimely. 
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(2) The Office May Treat An Untimely Petition On The Condition 
That The Petition Is Accompanied By A Terminal Disclaimer 

Rather than dismiss an untimely petition to withdraw the holding of 
abandonment, the Office may treat an untimely petition on its merits in a utility 
application filed on or after June 8, 1995 on the condition that the petition is 
accompanied by a terminal disclaimer dedicating to the public a terminal part of the 
term of any patent granted thereon that would extend beyond the date 20 years from 
the filing date of the application, or the earliest application to which the application 
specifically refers under 35 U.S.C. § 120, 121, or 365(c). MPEP § 71 1.03(c)(1). 

As set forth above, this Petition was drafted and filed within 2 1 days of 
Applicants' and the undersigned attorneys' actual knowledge that a Notice of 
Allowance had been mailed and that the application was abandoned for failure to pay 
the issue fee. Therefore, this Petition should not be dismissed as untimely. However, 
in the case that the Office treats this Petition as untimely, to advance prosecution 
Applicants have included with this Petition a Terminal Disclaimer dedicating to the 
public a terminal part of the term of any patent granted thereon that would extend 
beyond the date 20 years from the filing date of the parent application to whicfy this 
application specifically refers under 35 U.S.C. § 120, 121, or 365(c). 

FEES 

Applicants believe that no petition fee is required, however, please charge 
Deposit Account No. 16-1435 if a fee is due. 

Applicants have not included a check for the Conditional Terminal Disclaimer 
included with this Petition. In the case that the Office treats this Petition as untimely 
but grants the Petition on condition of receipt of a Terminal Disclaimer, please accept 
the Terminal Disclaimer and charge Deposit Account No. 16-1435 the amount of 
$110.00 as directed by 37 C.F.R. § 1.20(d). 
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CONCLUSION 



Accordingly, Applicants respectfully petition that the Holding of 
Abandonment be withdrawn. 



Kilpatrick Stockton LLP 
1001 West Fourth Street 
Winston-Salem, NC 27101-2400 
Phone: (336)607-7432 
Fax: (336) 607-7432 



32887-253200 
WINLIB01: 1050899.2 



Respectfully submitted, 





Samuel B. Rollins 
Reg. No. 52,180 
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